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REMARKS 



Reconsideration of the above-identified application in view of the amendments 
above and the remarks following is respectfully requested. 

Claims 1-84 are in this Application. Claims 2-6, 8-16, 18-21 and 23-84 have 
been canceled. Claims 1, 7, 17 and 22 have been rejected under 35 U.S.C. § 103. 
Claims 1,7, 17 and 22 have been amended herewith. 



The Examiner has rejected claims 1, 7, 17 and 22 under 35 U.S.C. § 103(a) as 
being unpatentable over U.S. Pat. No. 6,683,048 to Blaschcuck in view of Stedman f s 
Medical Dictionary. The Examiner's rejections are respectfully traversed. Claims 1, 
7, 17 and 22 have now been amended. 

In a previous Official Action The Examiner stated that Blaschcuck et al. teach 
a method of identifying a hair growth modulator that is also a cadherin modulator. 
The Examiner further stated that Blaschcuck et al. do not expressively teach that the 
cadherin is P-cadherin, however, Stedman's Medical Dictionary teaches that P- 
cadherin is a cadherin expressed in a variety of epithelial cells and has a role in 
cellular morphogenesis. The Examiner thus concluded that Blaschcuck et al. 
intrinsically teach a modulator of P-cadherin. 

In the present Official Action the Examiner adds that currently presented 
claims 1, 7, 17 and 22 merely claim a method to identify a hair growth 
modulator/inhibitor which is also a P-cadherin inhibitor/modulator. 

Currently amended claims 1, 7, 17 and 22 define the claimed invention as a 
method of identifying a hair growth modulator/inhibitor which is effected by 
identifying a molecule which specifically modulates/inhibits P-cadherin and then 
testing the molecule for activity in modulating hair growth . 

Although in theory it is possible that the prior art cited by the Examiner 
provides molecules which indirectly modulate cadherins and are capable of 



35 U.S.C. S 103 Rejections 



5 



In re Application of: Eli Sprecher 
Serial No.: 10/678,160 
Filed: October 6, 2003 

Office Action Mailing Date: October 6, 2006 



Examiner: Srivastava 
Group Art Unit: 1657 
Attorney Docket: 26465 



regulating hair growth, these prior art references do not describe or suggest the 
presently claimed screening method which is constructed for the sole purpose of 
identifying P-cadherin modulators/inhibitors which affect hair growth . Applicant 
believes that in comparing the claimed invention, which in this case is defined by 
method steps, with the teachings of the prior art the Examiner has erroneously 
equated an end result of a screening assay with actual assay steps. 

Careful review of the prior art reveals that the only similarity between the 
present invention and the prior art cited by the Examiner is the fact that both describe 
screening assays which can be used to identify hair growth modulators. However, 
while the present invention describes screening assay which directly utilize P- 
cadherin-specific modulators as test molecules, the prior art describes screening 
assays for measuring the "effect of a modulating agent on beta-catenin mediated gene 
transcription" (column 13, lines 26-27). 

The possible role of cadherin in the assays of U.S. Pat. No. 6,683,048 is 
summarized in column 17, lines 51-67 which state: 

"Within certain aspects, the present invention provides methods for increasing 
the level of free beta-catenin (i.e., beta-catenin that is not complexed with alpha- 
catenin) in a cell. Such methods comprise the step of contacting a cell with a 
modulating agent as described herein. The step of contacting may be performed using 
any method that is suitable for the particular cell type. In vitro, for example 
contacting may be achieved by adding modulating agent to the growth medium. In 
vivo, contact may be achieved by administration, as described herein. For 
administration to skin cells, topical administration is generally preferred. Contact is 
performed using an amount of agent and for a sufficient duration to result in a 
detectable increase in the level of beta-catenin in the cell. Such an increase may be 
detected directly (e.g., using immunohistochemical methods), or indirectly, based on 
a detection of cellular differentiation or changes in cadherin-mediated cell adhesion , 
as described herein." 



6 



In re Application of: Eli Sprecher Examiner: Srivastava 

Serial No.: 10/678,160 Group Art Unit: 1657 

Filed: October 6, 2003 Attorney Docket: 26465 
Office Action Mailing Date: October 6, 2006 

Thus, U.S. Pat. No. 6,683,048 utilizes cadherin to measure a downstream 
effect of a beta catenin modulator and not for screening for potential P-cadherin 
modulators. Furthermore, the prior art cited by the examiner does not mention or 
allude to isolation or identification of cadherin inhibitors or use of such inhibitors in 
hair growth assays. 

It should be noted that case law has determined that if the proposed 
modification or combination of the prior art would change the principle of operation 
of the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious [In re Ratti, 270 F.2d 810, 123 
USPQ 349 (CCPA 1959)]. 

Since the prior art does not identify cadherins as targets, but merely utilizes 
specific forms of these molecules as indirect indicators . Applicant fails to understand 
why one of ordinary skill in the art would decide to screen for inhibitors of P- 
cadherin and further test such modulators/inhibitors for hair growth effects based on 
the teachings of the prior art. Applicant wonders what modification of the prior art 
must one of ordinary skill employ to arrive at the present invention, since any such 
modification would modify the principle of operation of the prior art methodology. 

The Examiner states that a rejection under 103(a) is not deficient solely 
because the references are combined based upon a reason or technical consideration 
which is different from that which resulted in the claimed invention. 

As is outlined in the MPEP in formulating a rejection the Examiner must 
provide: 

"an explanation why one of ordinary skill in the art at the 
time the invention was made would have been motivated 
to make the proposed modification." 
Thus, merely stating that motivation can result from "a reason or technical 

consideration which is different from that which resulted in the claimed invention" is 

not enough in establishing obviousness. 
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Applicant fails to see what other reason would motivate one of ordinary skill 
in the art to identify P-cadherin modulators/inhibitors (which are not mentioned in 
the prior art) and further test such modulators/inhibitors for their affects on hair 
growth. 

U.S. Pat. No. 6,683,048 does not describe or mention cadherin-specific 
modulation nor does it describe or mention screening of cadherin-specific modulators 
for the purpose of identifying hair growth modulators . Stedman's Medical dictionary 
merely teaches that P-cadherin is an epithelial cell expressed cadherin. 

Since the method of the present invention specifically addresses hair growth 
and thus requires hair growth modulation-specific assays, Applicant fails to 
understand what reason or technical consideration one of ordinary skill in the art 
might have, other than hair growth in combining these references in a method of 
screening P-cadherin modulators for the explicit purpose of identifying P-cadherin 
modulators which affect hair growth. 

Thus, it is Applicant's strong opinion that one of ordinary skill in the art 
would not have any reason or technical consideration to combine the teachings of 
Blaschcuck et al. and Stedman's Medical into a method which comprises the steps of: 

(i) identifying a molecule being capable of specifically modulating P- 
cadherin; and 

(ii) testing whether said molecule is functional as a hair growth modulator 
to thereby identify the hair growth modulator. 

The Examiner is well aware that to establish a prima facie case of 
obviousness there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or to combine reference teachings and furthermore that the 
prior art references must teach or suggest all the claim limitations . 
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Neither of the above criteria are met by the prior art cited by the Examiner. 
One of ordinary skill in the art would not be motivated to utilize a molecule which is 
generally described as an assay indicator in the prior art and use such a molecule for 
direct assays for identifying target molecules and in addition. In addition, the prior 
art references do not teach nor suggest all the claim limitations. 

In view of the above amendments and remarks it is respectfully submitted that 
claims 1, 7, 17 and 22 are now in condition for allowance. A prompt notice of 
allowance is respectfully and earnestly solicited. 



Respectfully submitted, 



Martin D. Moynihan 
Registration No. 40,338 



Date: January 8, 2007 



End: 

Request for Continued Examination (RCE) 



